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CENTRAL FAX CENTER 

AUG 0 8 2007 

Attorney Docket No.: P-2769-US10 
IN THE UNITED STATES PATENT AND TRADEMARK .OFFICE 

Applicants): STEINER, Mitchell S. et Examiner: FUBARA, BLESSING M 

Serial No.: 1 0/747,685 Group Art Unit: 1618 

Filed: December 30, 2003 

Titje: A METHOD FOR CHEMOPREVENTION OF PROSTATE CANCER 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir. 

INFORMATION DISCLOSURE STATEMENT 

Pursuant to 37 CF.R. §§1.56, 1.97 and 1.98, this Information Disclosure Statement includes 
Form PTO/SB/08: 

1. listing documents including patents, publications and other information for consideration by 
the Examiner, however, since the subject application was filed after June 30, 2003, copies of 
United States patents and/or United States patent application publications are not included in 
this information disclosure statement; and/or 

2. E3 listing documents including patents, publications and other information that have been 

previously cited or submitted to the Patent Office in prior application U.S. Serial No. 
10/61 L056. filed November 8. 2000. which is properly identified and relied on for an earlier 
effective filing date under 35 U.S.C. 120 for consideration by the Examiner, however, in 
accordance with 37 C.F.R. 1.98(d), copies of such documents are not included in this 
information disclosure statement; and/or 

3. □ listing documents including patents, publications, and other information for consideration by 

the Examiner, copies of which are included with this information disclosure statement; 

4. Q listing other information for the Examiner's consideration which was cited in a 

communication from a foreign patent office in a counterpart foreign application, a copy of 
which is included with this information disclosure statement 
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APPLICANTS: 
SERIAL NO.: 
FILED: 
Page 2 



STEiNER, Miteliell S„ et al 

10/747,685 

December 30, 2003 



The information herein cited is only in fulfillment of Applicants) duty of candor in disclosing 
ail information brought to Applicants) attention. This submission docs not represent that a search 
has been made or that no better art exists and does not constitute an admission that each or all of the 
listed documents arc material or constitute "prior art". If it should be determined that any of the 
listed documents do not constitute "prior art" under United States law, Applicants) reserve the right 
to present to the office the relevant facts and law regarding the appropriate status of such documents. 

Applicant^) further reserve(s) the right to take appropriate action to establish the patentability 
of the disclosed invention over the listed documents, should one or more of the documents be applied 
against the claims of the present application. 

In accordance with MPEP Sections 609 and 707.05(b), it is requested that each and every 
document cited (including any cited in applicant's specification which is not repeated on the attached 
Form PTO-1449) be given thorough consideration and that it be cited of record in the prosecution 
history of the present application by initialing on Form PTO-1449. Such initialing is requested even 
if the Examiner does not consider it to be prior art for any reason, or even if the Examiner does not 
believe that the guidelines for citation have been fully complied with, This is requested so that each 
document becomes listed on the face of the patent issuing on the present application and is evidence 
that the Examiner has considered the document. 

This Information Disclosure Statement is being filed: 
i I) □ Within three (3) months of filing the subject Application or entry of the subject 

Application into the national stage or before mailing of the first Office Action on the merits of 

the subject Application or a request for continued examination thereof whichever event 

occurs last pursuant to of 37 C.F.R §1.97 (b); or 

H) After the period specified in (I) but before the mailing date of either a Gnal 

Official Action under 37 C.F.R §1.1 13 or a notice of allowance under 37 C.F.R §1311 
whichever occurs first and; 



1. □ the undersigned hereby states that each item of information listed on 
the Form PTO-1449 was either (I) cited in a communication from a foreign patent 
office in a counterpart foreign application not more than three (3) months prior to the 
tiling of this information Disclosure Statement or (ii) not cited in a communication 
from a foreign patent office in a counterpart foreign application, and, to the knowledge 
of the undersigned after making reasonable inquiry, not known to any individual 
designated in §1.56(o) more than three (3) months prior to the filing of this 
information disclosure statement; or 
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2. 13 the undersigned hereby authorizes the Patent Office to charge the fee m 
the amount of $1 80.00 under 37 CF.R § J J 7 (p) to Deposit Account 50-3355. 



Ill) □ After the period in (I) and (II) but before the payment of the issue fee and, 

1 . The undersigned hereby states: 

a) □ that each item of information cited on die form PTO-1449 was 
cited in a communication from a foreign Patent Office in a counterpart 
foreign application not more than three (3) months prior to the filing of this 
Information Disclosure Statement; or 

b) □ that no items of information contained in Form PTO-1449 was 
cited in a communication from a foreign patent office in a counterpart foreign 
application, and to the knowledge of the undersigned after making reasonable 
inquiry, no item of mformation contained in this Information Disclosure 
Statement was known to any individual designated in 37 C.F.R. § 1.56(c) more 
than tbree months prior to the filing of this Information Disclosure Statement; 
and 

2, □ The undersigned hereby authorizes the Patent Office lo charge the 
Petition fee in the Amount of $180.00 under 37 C.F.R §1.17 (p) to Deposit Account 
50-3355. . 

Except for issue fees payable under 37 C.F.R. §1.18, the Commissioner is hereby authorized 
by this paper to charge any additional fees during the entire pendency of this application including 
fees due under 37 CFJL f §1.16 and 1.17 which mav t# required, including any required extension 



of time fees, or credit any overpayment to 



ft No. 50-3355. 




Dated: August 7, 2007 

Peari Cohen ZcdckLatzer, LLP 
1500 Broadway, 1 2th Floor 
New York, New York 10036 
Tel: (646)878-0800 
Fax: (646) 878-0801 



Mark S. Cohen 

Attorney/Agent for Applicants) 
Registration No. 42,425 



PAGE 4/14 * RCVD AT 8/8/2007 2:16:53 AM [Eastern Daylight Time] « SVR:USPT0-EFXRF-1/13 « DN1S.2738300 ■ CSID:646417551 1 ' DURATION (mm-ss):05-18 



8. Aug. 2007 8:1 0 

Please type a plus sign (+) inside this box ? 



PEARL COHEN ZEDEK LATZER 

CD 



CENTRAL FAX QINTEft 

AUG 0 8 2007 



Jo. 3745 P. 5 



PTO/SB/08A (10-96) 
Approved for use through 10/31/99. QMB 0651-0031 
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
under the Paperwork Reduction Act of 1 995. no persons are required to respond to a collection of information unless it displays a valid QMB control number. 



Substitute for form 1449A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 
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Complete if Known 


Application Number 


10/747,685 


Filing Date 


December 30, 2003 


Firet Named Inventor 


Steiner, Mitchell 8. 


Group Art Unit 


1614 


Examiner Name 


Not yet known 


Sheet | i | of | 10 


Attorney Docket Number 


P-2769-US10 



U.S. PATENT DOCUMENTS 


Examiner 
initiate 1 ' 


Cito, 

No. 1 
A 


U.S. Patent Document 


Name of Patentee or Applicant 
of Ciled Document 


Tinte* of F*i ihliontioo of 

Cited Document 

iVTIVI ULr- T T T T 


Page*. Columns, Lines, 

Where Relevant 
Passages or Relevant 
Figures Appear 


Number Kind Code 2 


4,990,538 




Harris et al. 


February 5, 91 






D 


5,788.1*64 




Barelctal. 


August 4, 98 






c: 






Diegnoa el ul. 


July 22, 97 






D 


4,696,949 




Toivola ct al. 


Sept 29, 87 






L 


5.49^1.173 




Toivola ct al. 


Feb. 13, 1996 




— 


p 


5.571.534 


Julunen et al. 


Nov. 5, 1996 






O 


5,605,700 




DcGrcKorio ct al. 


Feb. 25, 1997 
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5,595,722 




Grainaer et al. 


Jan. 21.1997 






1 


5,599,844 




Grainger ct al. 


Feb. 4. 1997 






J 


5.629.007 




Audiactal. 


May 13. 1997 
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5,635, 197 




Audm el al. 


June 3. 1997 






1, 


5,595.985 


Lubrie 


Jan. 21. 1997 






M 


5,441.986 




Thoinpsiui, et ul 


August, 15.1995 






N 


5, $59, 045 




Treppenduhl, et al 


January 12, 1999 






O 


5.935,987 




Trcppcndahl, ct ai 


August 10, 1999 






8 


6,flOO.*ftft 




Stcincr. el al 


05-2005 






20C670019939 




Sterner, el ul 


01-2006 








2005/0171073 




Stcincr, ct al 


08-2005 






£ 


2004/0)86185 




Stcincr. ct al 


09-2004 






t 


2005/0080143 




Steiaer. et al 


04-2005 






B 


2006/0270641 




Stemer, et ul 


11-2006 






s? 


2004/0176470 




Stcincr, ct al 


09-2004 






w . 


2004/0096510 




Stciner, et al 


05-2004 






K 


2003/015^625 




Stcincr. ci ul 


08-2003 





'EXAMINER: fniUaJ ir reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not In conformance and not 
considered. Include copy of this form with next communication lo applicant. 

1 Unique citation designation number. 2 See attached Kinds or U.S. Patent Documents. 3 Enter Office that issued the document, by the two-letter 
code owipo standard ST. 3). ■ For Japanese patent documents, the Indication or the year of the reign of the Emperor must precede the serial 
number of the patent document Kind of document by the appropriate symbols as indicated on the document under WIPO standard ST. 16 if 
possible. 0 Applicant is to place a check mark here If English language Translation is attached. 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time win vary depending upon the needs of the individual case. Any comments on 
The amount Of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office, Washinaton. DC 20231 . 
DO NOT SEND FEES OR COMPLETED FORMS TO THtS ADDRESS. SEND TO: A3 3 i3tant Commissioner for Patents, Washington, DC 202?1 . 



PACE 5(14 * RCVD AT 8/8/2007 2:16:53 AM [Eastern Daylight Time] 1 SVR:USPT0-EFXRM/13 * DNIS:2738300 ■ CSID:64W175511 * DURATION (mm-ss):05-18 



8. Aug. 2007 8:1 1 



No. 3745 P. 6 



RE6EIVEU 
6ENTRAL FAX CENTER 

PEARL COHEN ZEDEK LATZER 

AUG 0 8 2007 

Pleaee type a plus sign (+) Inside this box ? | + | 

™""* Approved for use through 1 0/31/99. OMB 0651-003 

Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons &re required to respond to a collection of information unless it displays a valid OMB control number. 



PTO/SB/OSA <1 



Substitute for form 1 449A/PTO 

INFORMATION DISCLOSURE 
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Application Number 


10/747,085 


Filing Date 


December 30, 2003 
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STEINER, Mitchell S. 


Group Art Unit 
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Examiner Name 
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Attorney Docket Number 
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FOREIGN PATENT DOCUME 


NTS 
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Applicant of Cited Document 


Date of Publication of 
Cited Document 
MM-DD-YYYY 


Pages, Columns, Lines, 

Where Relevant 
Pas$ao« or Relevant 
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Examiner 
Initials* 


Cite, 
No. 1 


Office 3 Number 4 QftoZwn? 


T* 




Y 


wo 


98/58634 




Dcgrcgorio, el ul 


December 30, 1998 




□ 




7 


HV 


415 623 A2 




Harris el ill 


March 6, 1991 








AA 


ET 


6loS29R1 




Jaloneo/el al 


September 28,1994 




□ 




A 13 


ETC 


095875 




Toivola, ct al 


XKC 7. 1995 




□ 




AC 


WO 


95/2672U 




Bicgon et ul 


Oct 12,1995 




□ 




AD 


WO 


0008001 




Huehner, el ul 


Hcb 17,2000 




□ 
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WO 


95/26720 




Ricgnn, ct al 


October 12,1995 




□ 




Al- 


WO 


O0/I9998 
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AG 


WO 


97/25038 




NOVO NORDISK 


July 17, 1997 








AIJ 


wo 


99/08682 




DUKL UNJVi-RSlTY 


February 25. 1999 








Al 


WO 


97/25037 




NOVO NORDISK 


Juiy 17, 1997 







Examiner ■ 




Date i 


Signature. 




Considered j 



: initial if reference considered, wn ether or not citation Is in conformance with MPEP 609. Draw line through citation ir not in conformance and not 
considered. Include copy of this form with next communication to applicant. 

1 Unique citation designation number. 2 See attached Kinds of U.S. Patent Documents. 1 Enter Office that issued the document, by the two-letter 
code (W1PO standaid ST.3). 4 Far Japanese patent documents, the Indication of the year of the reign of the Emperor must precede the serial 
number of the patent document. J Kind o? document by the appropriate symboiB as indicated on the document under wiPO Standard ST. 16 If 
possible. Applicant Is to placea check mark here if English language Translation is attached. 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. T>me will vary depending upon the needa of the individual case. Any comments an 
the amount of time you are required to complete thts form should be sent to the Chief Information Officer, Patent and Trademark Office. Washington. DC 20231. 
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington* DC 20231. 
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